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un Brevetto?     (con esempi reali)
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 Partiamo da quanto detto l’anno scorso 
(filmato pubblicato, e per questo ringrazio 
l’università di PISA):
 Filmato 1

 Filmato 2

 Diamo tutto ciò già acquisito e  passiamo     
ad esempi pratici

 Partiamo da un caso semplice

 Definizioni
generali

http://www.youtube.com/watch?v=tiwC0Weu4HI
http://www.youtube.com/watch?v=FYb2pnGCdMY


3

Join lamp

https://www.google.it/search?q=join+lamp+catalano&rl
z=1C1GGGE_itIT500IT514&espv=210&es_sm=122&tb
m=isch&tbo=u&source=univ&sa=X&ei=6AgHU9a_HY

m30QWcmYCYBw&ved=0CDUQsAQ&biw=914&bih=4
42
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http://www.youtube.com/watch?v=y-3sxfFyguQ
https://www.google.it/search?q=join+lamp+catalano&rlz=1C1GGGE_itIT500IT514&espv=210&es_sm=122&tbm=isch&tbo=u&source=univ&sa=X&ei=6AgHU9a_HYm30QWcmYCYBw&ved=0CDUQsAQ&biw=914&bih=442
https://www.google.it/search?q=join+lamp+catalano&rlz=1C1GGGE_itIT500IT514&espv=210&es_sm=122&tbm=isch&tbo=u&source=univ&sa=X&ei=6AgHU9a_HYm30QWcmYCYBw&ved=0CDUQsAQ&biw=914&bih=442
https://www.google.it/search?q=join+lamp+catalano&rlz=1C1GGGE_itIT500IT514&espv=210&es_sm=122&tbm=isch&tbo=u&source=univ&sa=X&ei=6AgHU9a_HYm30QWcmYCYBw&ved=0CDUQsAQ&biw=914&bih=442
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Join lamp

http://www.youtube.com/watch?v=y-3sxfFyguQ
http://worldwide.espacenet.com/publicationDetails/originalDocument?CC=WO&NR=02088596A1&KC=A1&FT=D&ND=4&date=20021107&DB=worldwide.espacenet.com&locale=en_EP
http://worldwide.espacenet.com/publicationDetails/originalDocument?CC=WO&NR=02088596A1&KC=A1&FT=D&ND=4&date=20021107&DB=worldwide.espacenet.com&locale=en_EP
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Join lamp

EP1373789B1

http://www.youtube.com/watch?v=y-3sxfFyguQ
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Join lamp

GB1294663 GB1325062

http://www.youtube.com/watch?v=y-3sxfFyguQ
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Join lamp

EP1373789B1

http://www.youtube.com/watch?v=y-3sxfFyguQ
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 No o comunque non sempre

 Ci sono infinità di casistiche diverse

 In ognuna di esse il nucleo inventivo più 
ampio va cercato e protetto

 Bisogna “piazzare” la rivendicazione al confine 
tra cosa lo stato dell’arte ha lasciato libero e 
ciò che rappresenta l’invenzione nella sua più 
ampia espressione

Facile?
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 “Non invenzioni” apparenti = invenzioni molto 
vicine allo stato dell’arte, o apparentemente 
ovvie

 Invenzioni con disclaimer = semplificazione    
di oggetti esistenti

Es. A+B+C+D esiste, mentre A+B+C non esiste 
ed è migliorativo

 Invenzioni di software, brevettabili come 
“metodo per” compiere certe fasi operative

Casi
difficili
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Claim limitative

Claim 
ideale

Prior

art 1

Prior

art 2

Prior

art 3
Prior

art 4

Claim 

ampia 

esplorativa

Claim 

ideale 

(incognita)
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Join lamp

http://www.youtube.com/watch?v=y-3sxfFyguQ
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Join lamp

US 12/732,182 filed 25/03/2010

http://www.youtube.com/watch?v=y-3sxfFyguQ
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Join lamp

US 12/732,182

http://www.youtube.com/watch?v=y-3sxfFyguQ
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Join lamp

Philips brevetto su CDROM 
IT1137613B

http://www.youtube.com/watch?v=y-3sxfFyguQ
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Join lamp

Philips brevetto su CDROM 
IT1137613B

http://www.youtube.com/watch?v=y-3sxfFyguQ
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 Non è automatico

 L’unico modo per stabilire diritti su delle 
caratteristiche tecniche è quello di depositare 
una domanda di brevetto

 i soli diritti che si stabiliscono 
automaticamente sono: 
 Inventore: diritto ad essere dichiarato 

inventore di un’idea (senza avere proprietà 
sull’idea)

 Autore: diritto di copia -copyright  (non su 
idee e ma su copie delle opere dell’autore)

 Segreto industriale (fintanto che rimane 
segreto)

Brevetto?
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 Quali sono le caratteristiche tecniche che 
possono essere protette da un brevetto?

 Processi

 Dispositivi

 Materiali

in grado di fornire un effetto tecnico

 In certi casi: un effetto tecnico in quanto tale

 Le caratteristiche tecniche devono essere 

NUOVE e dotate di ALTEZZA INVENTIVA
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 Cosa succede se io non proteggo un’idea 
nuova che avrebbe potuto essere 
protetta? 
 Non si stabiliscono diritti di proprietà

 Non possono essere conferite licenze

 Non possono essere pagate royalties

 Altri possono brevettare sviluppi 
dell’idea e ottenerne il monopolio

 La proprietà sugli sviluppi derivanti 
dall’idea è comunque persa
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 Come mai a volte le idee nuove non 
vengono brevettate?
 Motivi etici (finalità della ricerca)

 Gli svantaggi a non brevettare, come visto, sono 
peggiori (no proprietà no controllo)

 Costi (dei consulenti e delle tasse)
 I costi per avviare la protezione possono essere 

bassi e possono esserci incentivi 

 I costi per ottenere e mantenere la protezione a 
livello mondiale possono essere alti

 Non conoscenza delle leggi brevettuali 

 Difficoltà a decidere cosa proteggere

 Difficoltà a trovare un acquirente dell’idea
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Obiettivi da raggiungere oggi

1. Dare suggerimenti sulle fasi iniziali 
della procedura di copertura 
brevettuale

2. In particolare come orientarsi nel 
capire cosa proteggere, e come farlo

3. Inoltre, come perfezionare la 
protezione dopo il deposito della 
domanda
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Controparti

Esaminatore

Giudice

Ufficio Brevetti

Concorrenza

Partner

http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=ZfEI5F84YxtQNM&tbnid=_Hkg-Uh3gQYU8M:&ved=0CAUQjRw&url=http://en.wikipedia.org/wiki/Gyro_Gearloose&ei=SCRGUenUJs3JPbWMgcgE&bvm=bv.43828540,d.ZWU&psig=AFQjCNHnCCD6UQqHb_aobzOHrEFYw30txQ&ust=1363637655976784
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=ZfEI5F84YxtQNM&tbnid=_Hkg-Uh3gQYU8M:&ved=0CAUQjRw&url=http://en.wikipedia.org/wiki/Gyro_Gearloose&ei=SCRGUenUJs3JPbWMgcgE&bvm=bv.43828540,d.ZWU&psig=AFQjCNHnCCD6UQqHb_aobzOHrEFYw30txQ&ust=1363637655976784
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Fa l’interesse del pubblico, e deve trovare un 
giusto equilibrio tra 

 i diritti dei terzi che sarebbero ingiustamente 
penalizzati da un brevetto non “meritevole”

 I diritti dell’inventore, che ha chiesto la 
protezione brevettuale su una sua invenzione

Esaminatore

https://www.google.it/imgres?imgurl=http://www.stus.com/images/products/blg5887.gif&imgrefurl=http://www.stus.com/stus-category.php?cat=TOP&sub=IPL&docid=s5QDCfEozJeMIM&tbnid=Q3qjeemuNdw9cM:&w=300&h=350&ei=NCdGUYbmJLSw7AahsIHQDg&ved=0CAIQxiAwAA&iact=rics
https://www.google.it/imgres?imgurl=http://www.stus.com/images/products/blg5887.gif&imgrefurl=http://www.stus.com/stus-category.php?cat=TOP&sub=IPL&docid=s5QDCfEozJeMIM&tbnid=Q3qjeemuNdw9cM:&w=300&h=350&ei=NCdGUYbmJLSw7AahsIHQDg&ved=0CAIQxiAwAA&iact=rics
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 Riceve le tasse di brevetto, tra cui tasse di 
deposito , Tasse di esame , Tasse di 
Concessione, Tasse di rinnovo , ecc.

 Prevede e fa rispettare termini per tasse, 
presentazione domande in priorità, traduzioni,  
pagamenti , risposte a comunicati, ecc.

Ufficio Brevetti

http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=ZUGRQrmMa3wn8M&tbnid=qDdek6eORmoWQM:&ved=0CAUQjRw&url=http://www.usep.edu.ph/Campuses/Obrero/Offices/RDE/index.php/itso&ei=xmtGUZKfFcXaOcr_gPAC&bvm=bv.43828540,d.bGE&psig=AFQjCNGqgaNxRs4ysyvgxj_IQ3N6tfwkgw&ust=1363655943764495
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=ZUGRQrmMa3wn8M&tbnid=qDdek6eORmoWQM:&ved=0CAUQjRw&url=http://www.usep.edu.ph/Campuses/Obrero/Offices/RDE/index.php/itso&ei=xmtGUZKfFcXaOcr_gPAC&bvm=bv.43828540,d.bGE&psig=AFQjCNGqgaNxRs4ysyvgxj_IQ3N6tfwkgw&ust=1363655943764495
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=O9QK2hRgW1B_PM&tbnid=9sbPzNoZTECuUM:&ved=0CAUQjRw&url=http://www.inventorsdigest.com/archives/5543&ei=JmxGUZPHBMaNOOOsgPAO&bvm=bv.43828540,d.bGE&psig=AFQjCNHT1qO8tcwaSWW_nkJNR6NLJWx-_A&ust=1363656087377879
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=O9QK2hRgW1B_PM&tbnid=9sbPzNoZTECuUM:&ved=0CAUQjRw&url=http://www.inventorsdigest.com/archives/5543&ei=JmxGUZPHBMaNOOOsgPAO&bvm=bv.43828540,d.bGE&psig=AFQjCNHT1qO8tcwaSWW_nkJNR6NLJWx-_A&ust=1363656087377879
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=flbKDiEfjEEYBM&tbnid=5nfyC6yrwXh4rM:&ved=0CAUQjRw&url=http://www.noalfalso.org/it/ipi/website/nazionale.html?40408:&ei=dWxGUfSFI8auPLDwgNAD&bvm=bv.43828540,d.bGE&psig=AFQjCNH7Zf5Fx0wWn-U-7EFNoJrYtntnGA&ust=1363656153552070
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=flbKDiEfjEEYBM&tbnid=5nfyC6yrwXh4rM:&ved=0CAUQjRw&url=http://www.noalfalso.org/it/ipi/website/nazionale.html?40408:&ei=dWxGUfSFI8auPLDwgNAD&bvm=bv.43828540,d.bGE&psig=AFQjCNH7Zf5Fx0wWn-U-7EFNoJrYtntnGA&ust=1363656153552070
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=6Ck3UZclZ70u4M&tbnid=Omsja28twTu2FM:&ved=0CAUQjRw&url=http://www.jpo.go.jp/torikumi_e/hiroba_e/jpo_logo.htm&ei=U25GUYfqMcavPKOPgKAN&bvm=bv.43828540,d.bGE&psig=AFQjCNGAbp_D-Y_J4GCfrHFzJQsNgWJduQ&ust=1363656644379028
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=6Ck3UZclZ70u4M&tbnid=Omsja28twTu2FM:&ved=0CAUQjRw&url=http://www.jpo.go.jp/torikumi_e/hiroba_e/jpo_logo.htm&ei=U25GUYfqMcavPKOPgKAN&bvm=bv.43828540,d.bGE&psig=AFQjCNGAbp_D-Y_J4GCfrHFzJQsNgWJduQ&ust=1363656644379028
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 Sono disponibili a acquistare quote del brevetto, 
a sottoscrivere licenze, a investire 
industrialmente o commercialmente sul brevetto

 fanno fare approfondite perizie sulla validità, 
robustezza, capacità di penetrare il mercato del 
brevetto

Partner

http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=t9OXl-YcjEFLGM&tbnid=RTTLJI47BjIHGM:&ved=0CAUQjRw&url=http://www.biospectrumasia.com/biospectrum/news/22655/ausbiotech-hong-kong-firm-partner-investment-events&ei=hnlGUevJIsi4O73ugJgB&psig=AFQjCNGWe1N5H9Bmnn7Oupzeerz085c5_Q&ust=1363659525621223
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=t9OXl-YcjEFLGM&tbnid=RTTLJI47BjIHGM:&ved=0CAUQjRw&url=http://www.biospectrumasia.com/biospectrum/news/22655/ausbiotech-hong-kong-firm-partner-investment-events&ei=hnlGUevJIsi4O73ugJgB&psig=AFQjCNGWe1N5H9Bmnn7Oupzeerz085c5_Q&ust=1363659525621223
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 Sono pronti a copiare l’invenzione appena ha 
successo

 Seguono la procedura di esame del brevetto per 
vedere cosa viene coperto e cosa rimane libero 
(design around)

 Sono pronti a presentare opposizione per 
bloccare la brevettazione

Concorrenti

http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=gGbGndoQnxQC_M&tbnid=AaeLJkL9b2CmHM:&ved=0CAUQjRw&url=http://news.cnet.com/8301-1023_3-57562922-93/google-withdraws-itc-patent-claims-against-microsoft/&ei=Y3JGUfzHJcfbPLzQgdAO&bvm=bv.43828540,d.bGE&psig=AFQjCNH1vW56UpKxPwQkgTbfxvvhFrcmSw&ust=1363657495480037
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=gGbGndoQnxQC_M&tbnid=AaeLJkL9b2CmHM:&ved=0CAUQjRw&url=http://news.cnet.com/8301-1023_3-57562922-93/google-withdraws-itc-patent-claims-against-microsoft/&ei=Y3JGUfzHJcfbPLzQgdAO&bvm=bv.43828540,d.bGE&psig=AFQjCNH1vW56UpKxPwQkgTbfxvvhFrcmSw&ust=1363657495480037
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=XxXad9f4U4oAEM&tbnid=Z2gMTsqKM2STyM:&ved=0CAUQjRw&url=http://www.valuewalk.com/2013/03/apple-inc-aapl-patent-judge-orders-new-trial-of-samsung-products/&ei=IXRGUb-9OMLoOuzlgPgM&psig=AFQjCNElcTe_tqFlvnNc0-VyIlghPvwvGw&ust=1363658144915126
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=XxXad9f4U4oAEM&tbnid=Z2gMTsqKM2STyM:&ved=0CAUQjRw&url=http://www.valuewalk.com/2013/03/apple-inc-aapl-patent-judge-orders-new-trial-of-samsung-products/&ei=IXRGUb-9OMLoOuzlgPgM&psig=AFQjCNElcTe_tqFlvnNc0-VyIlghPvwvGw&ust=1363658144915126
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 Nelle cause di contraffazione interpretano 
l’ambito di protezione del brevetto (claims
construction) e stabiliscono se il concorrente ha 
violato le claims (infringement)

 Nelle cause di validità stabiliscono se il brevetto 
soddisfa i requisiti oppure ne dichiarano la nullità 
parziale o totale

Giudici

http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=_yOqq80IeTzgvM&tbnid=Gmt18ycLUeoYeM:&ved=0CAUQjRw&url=http://androidheadlines.com/tag/patent-infringement&ei=HnVGUaW9FonvOuidgfgG&psig=AFQjCNELa5OgrthYo0JduYy8G3P1FyjW1A&ust=1363658312616786
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=_yOqq80IeTzgvM&tbnid=Gmt18ycLUeoYeM:&ved=0CAUQjRw&url=http://androidheadlines.com/tag/patent-infringement&ei=HnVGUaW9FonvOuidgfgG&psig=AFQjCNELa5OgrthYo0JduYy8G3P1FyjW1A&ust=1363658312616786
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What to write in the application 

the following order can be used

 A) TITLE
 (normally one to ten words, without anticipating the 

new features)

 B) FIELD OF THE INVENTION
 The present invention relates to....... (Indicate the 

field of application without anticipating the new 
technical features or the problem to be solved)

 C) BACKGROUND OF THE INVENTION
 Indicate the technical problem to be solved

 Indicate the closest prior art and how the closest 
prior art cannot solve, or can solve unsatisfactorily or 
partially the problem
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 D) OBJECT(S) OF THE INVENTION
 It is an object of the present invention ..... Indicate 

separately the aims of the new technical solution

 E) SUMMARY OF THE INVENTION
 Describe the essential feature of the new solution in 

broad terms

 Describe further each auxiliary/secondary/ optional 
feature, indicating that it can be added to the essential 
feature to obtain a preferred result.

 F) DRAWINGS
 Prepare the drawings that you attach at the end of     

the description (as Fig. 1, Fig. 2, etc…)

 Indicate the list of drawings For example: figure 1 
shows diagrammatically a partially cross sectioned side 
view of ……; figure 2 shows diagrammatically a 
perspective view of …; figure 3 is a block diagram of …
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 G) DESCRIPTION OF AN EXAMPLE

 Detailed description of the new technical
matter, with reference to the drawings(As 
shown in figure 1…… )

 put arabic numerals on the drawings and 
quote them in the description or at the end of
the description attaching a part list

 H) CLAIMS

 Repeat the summary of the invention in a 
separate sheet, at the end of the description, 
numbering each paragraph

 I) ABSTRACT

 Maximum 150 words describing the most
representative figure
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US Patent

Owner

Patent 

Number
Title

Abstract

Cited prior art
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Title

Owner

Cited 

documents

Inventor

Filing 

date

US Patent
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EP application
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Domanda EP

Title

Filing date

Priority

Designated 

states

Applicant

Inventor

Appl. 

number
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Title

Filing date

Priority

Designated 

states

Number

Cited 

documents

Brevetto EP
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PCT application



Pisa, March 19, 2013
PHD+ Come si scrive un brevetto? - © ABM 2013 36

Inventor

Applicant

Designated 

states

Priority

Number and date
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I: Abstract

I: Figure of 

the abstract
A: Title

Abstract
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B: Field of 

the invention
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d

r

a

w

b

a

c

k

s

C: Background 

of the invention
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D: advantages

E: Summary of 

the invention
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F: Brief description of the drawings
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G: Preferred 

embodiment
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Succession of steps

Step 1

Step 2

Step 3

Step 4

H: Independent claim
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dependent claims
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F: figures
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TIPS AND OBSERVATIONS
- As you can see, the items A (title), B (field of 

application), C (prior art and technical 
problem), F (drawings), G (technical 
description), I (abstract) are normally included 
in a scientific article already, perhaps only in a 
different order. So, no much additional drafting 
work is required

- The only things to add are D and E (the object 
and the summary of the invention), that 
sometimes are defined in a scientific article but 
in a way not distinct from the technical 
description, and H (the claims), which is 
substantially a repetition of E, and that the 
patent rules want separated from the 
description 
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- D and E  are a synthesis of the work to be 
published and are not difficult to define, thinking 
that the document to be filed as patent 
application may be perfectioned in a second time

- No mathematical formulas or graphs or pictures 
of apparatus are necessary, provided that the 
new technical features are clearly described. 

- It is not necessary to end experimentation, and 
simple figures explaining the new conceptual 
aspects are enough.
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FILING THE APPLICATION

a) a form must be filled in indicating

 name and address of the applicant/s 

 name and address of the inventor/s

 title of the invention

 number of pages o description/drawings

 signature of a manager of the applicant/s

b) The description, drawings and abstract must be 
attached in the national language (italian, or french, 
or german, or spanish, etc. depending on the nation 
in which it is filed)

c) submitting the form+attachments, paying a fee 

!!! A FILING DATE is obtained!!!

The patent office gives a filing receipt back
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 According to the Paris Convention, 12 
months priority are given to the applicant 
to file foreign applications

 Now, what described and the concepts 
that are from it derivable, in the limits  
they are new, are protected 

 Any publication of what described does 
not destroy patentability

 In any case, the application is published 
by the Patent Office concerned after 18 
months, and becomes a publication, 
contributing to dissemination
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P: document published before the international 

filing date but after the priority date.

X: relevant document against novelty of the 

claims.

SEARCH REPORT
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Prior art searches

 Can be carried out easily

 The best “free of charge” site is
http://www.espacenet.com, “worldwide” link,
where all the published patent documents can be
retireved and downloaded (almost all).

Other interesting sites are

 www.wipo.int

 www.european-patent-office.org

http://www.espacenet.com/
http://www.wipo.int/
http://www.european-patent-office.org/
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Searches

Types of searches are

 Number searches

 Name searches

 Keyword searches (english abstract)

 Classification searches

 country of publication (US, EP, WO.)
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Technical fields
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Classification
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5. Perfectioning patent protection

 The patent application filed in the 
above described way can be the 
basis for a PCT application 
(worldwide) within 12 months an 
any other national patent 
application 
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 Strong advice:

 to find an industrial partner interested 
in development and exploitment of the 
invention, to get funds for worldwide 
protection

 to appoint a professional for all 
applications that are considered 
interesting for industrial exploitment
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First patent published in the USA
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 FRANCE
All the information can be found at

http://www.inpi.fr/

Where to file: INPI (Paris or regional branches)

Prefectures

by post (Registered+ r.o.d.)

Documents: application form filled in

description+claims (+drawings)

payment of the fee (EUR 35)

http://www.inpi.fr/
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 SPAIN
All the information can be found at OEPM

http://www.oepm.es

Where to file: OEPM (Madrid)

Public registers of administrative offices

Post Offices

Documents: application form filled in

description+claims (+drawings)

payment of the fee (EUR 83.05)

http://www.oepm.es/
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 BELGIUM   
All the information can be found at OPRI

http://mineco.fgov.be

Where to file: OPRI (Brussels)

Documents: application form filled in

description+claims (+drawings)

payment of the fee (EUR 50 + stamp fees)

http://mineco.fgov.be/
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 IRELAND   
All the information can be found at Irish Patents Office 

http://www.patentsoffice.ie/

Where to file: OPRI (Brussels)

Prefectures

by post (Registered+ r.o.d.)

Documents: application form filled in

description+claims (+drawings)

payment of the fee (IEP 100)

http://www.patentsoffice.ie/
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 ITALY   
All the information can be found at UIBM

http://213.175.14.66/Dgspc/Uff_Brev/homepage.htm

Where to file: Camere di Commercio

Documents: application form filled in

description+claims (+drawings)

payment of the fee (EUR 188,51+33,66)

http://213.175.14.66/Dgspc/Uff_Brev/homepage.htm
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The most well known forms of intellectual 
property protection are: 

 Patents and Utility models

 Industrial design   

 New Varieties of Plants 

 Topographies of Semiconductors

 Trademarks and trade signs

 Industrial Secrets

 Copyright 

Overview

In
d

u
s
tria

l p
ro

p
e
rty
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Brief 
examples

 Patents – new products and methods 

 Utility models – useful shapes of objects, for 
example a keyboard 

 Industrial design – for example a design of a 
mobile phone

 Topographies of Semiconductors – for hardware 
printed boards

 Trademarks and trade signs – brand names of 
products and services

 Trade Secrets – ex.: source codes of software

 Copyrights – software as such
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Focussing on three words

Invention

Patents?

Exclusive right

Disclosure
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Filippo 
Brunelleschi 

In 1421 a sort of patent 

was granted to Filippo 

Brunelleschi to protect an  

amphibious vehicle, called 

Badalone, capable to go up in 

the River Arno.  

The protection was granted in 

the form of destruction of 

similar vehicles made by 

competitors/infringers

http://www.stanford.edu/~broich/tamingnature/brunelleschi.htm

http://www.stanford.edu/~broich/tamingnature/brunelleschi.htm
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Considering that the admirable Filippo Brunelleschi, a man of the most 

perspicacious intellect, industry, and invention, citizen of Florence, has 

invented some machine or kind of ship, by means of which he thinks he 

can easily, at any time, bring in any merchandise and load on the river 

Arno and on any other river or water, for less money than usual, and with 

several other benefits to merchants and others, and that he refuses to 

make such machine available to the public, in order that the fruit of his 

genius and skill may not be reaped by another without his will and consent; 

and that, if he enjoyed some prerogative concerning this,                       

he would open up what he is hiding and would disclose it to all;

And desiring that this matter, so withheld and hidden without fruit, shall be 

brought to light to be of profit to both said Filippo and our whole country and 

others, and that some privilege be created for said Filippo as hereinafter 

described, so that he may be animated more fervently to even higher 

pursuits and stimulated to more subtle investigations, they deliberated on   

19 June 1421:

Brunelleschi's 

“patent “
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That no person alive, wherever born and of whatever status, dignity, quality, and 

grade, shall dare or presume, within three years next following from the day when   

the present provision has been approved in the Council of Florence, to commit       

any of the following acts on the river Arno, any other river, stagnant water, swamp,   

or water running or existing in the territory of Florence: to have, hold, or use in any 

manner, be it newly invented or made new in form, a machine or ship or other 

instrument designed to import or ship or transport on water any merchandise or     

any things or goods, except such ship or machine or instrument as they may have 

used until now for similar operations, or to ship or transport, or to have shipped or 

transported, any merchandise or goods on ships, machines, or instruments for     

water transport other than such as were familiar and usual until now, and           

further that any such new or newly shaped machine, etc. shall be burned;

Provided however that the foregoing shall not be held to cover, and shall not apply  

to, any newly invented of newly shaped machine, etc. designed to ship, transport      

or travel on water, which may be made by Filippo Brunelleschi or with his will and 

consent; also, than any merchandise, things, or goods which may be shipped with 

such newly invented ships, within three years next following, shall be free from 

imposition, requirement, or levy of any new tax not previously imposed.

:

Brunelleschi's 

“patent “
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So, a patent is  interesting

for the inventor : exclusive right

and

for the public: disclosure of the invention  

technological development
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First Patent    Publication in the USA
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Main Laws

 Italian Industrial property code (Law 30 - 10/2/05)

(Any state has its national patent law –
harmonisation among patent laws)

 European Patent Convention (Munich)

 Patent Cooperation Treaty (Washington)

 Communitarian Law on Trademarks and Designs

 National and Universal treaties on Copyright

 International Union for Plant Varieties

 Paris convention (priority rights)
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Offices
 European Patent Office (EPO) Munich 

www.epo.org

 Office for the Harmonisation of the Internal 
market (OAMI) Alicante 
www.europa.oami.eu

 World Intellectual Property Organisation 
(WIPO) Geneva www.wipo.int

 Italian Patent and Trademark Office (UIBM) in 
Rome www.uibm.gov.it

for any other national office see: 

www.epo.org/topics/ip-webguide.html

http://www.epo.org/
http://www.wipo.int/
http://www.uibm.gov.it/
http://www.epo.org/
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 It is not automatic

 In the IP fields there are automatic rights like: 
 Inventorship: right to be designated as inventor 

(without property on the idea)

 Authorship: copyright  (not on the ideas, but on 
the copies of the work of the author)

 Industrial secret: it is valid automatically, but it 
has to be kept secret

 But the only way to get a property on 
technical features is to file a patent 
application

Patent?

http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=H7rh7TsPxTwBZM&tbnid=awcKe0UmzXfoLM:&ved=0CAUQjRw&url=http://businesstech.co.za/news/software/22016/facebook-wal-mart-tackled-over-patents/&ei=unZGUfW_NofXPIaIgZgK&bvm=bv.43828540,d.bGE&psig=AFQjCNEu7qyYyk4kigDjFhR_PvUInu0ceQ&ust=1363658766891524
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=H7rh7TsPxTwBZM&tbnid=awcKe0UmzXfoLM:&ved=0CAUQjRw&url=http://businesstech.co.za/news/software/22016/facebook-wal-mart-tackled-over-patents/&ei=unZGUfW_NofXPIaIgZgK&bvm=bv.43828540,d.bGE&psig=AFQjCNEu7qyYyk4kigDjFhR_PvUInu0ceQ&ust=1363658766891524
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 Whichever kind of prior public disclosure 
(exhibition publication, sale, paper, 
conference, internet) destroys the 
possibility of having valid patents   

 Drafting a patent is on the responsibility of 
the applicant

 Certain procedures, timing and costs have to 
be followed to avoid loss of rights

It is not EASY
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 What happens if we do not protect a new 
idea that could have been protected 
 No rights are established

 No licences can be given

 No financial compensation (royalties)

 Industries may patent developments of 
the idea having a monopoly on it

 The property of any developments 
deriving from the idea is lost

 You loose an opportunity of publication 
of your work

 Technology transfer seriously 
endangered

Patents
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 Logical obstacles to start protection vs. 
Reasons to protect are:

 Ethical  (aim of research)

 drawbacks deriving from losing property are 
higher (no property, no control)

 in any case protection mandatory under the 
contract

 Costs (of law consultants and fees)

 Costs to start protection may be low, even if costs 
for obtaining protection worldwide are high

 Unawareness on patenting procedures and 
difficult decision on what to protect

Patents
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Three synergistic aspects on Patents

ECONOMIC:  stakeholders, potential    
partners. 

LEGAL: Courts, potential Infringers

TECHNICAL:  Clients, Market

All the three aspects are necessary for a 
success of the patent
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PATENT FAILURE

ECONOMICAL: lack of technology 
transfer, lack of commercial 
exploitment.
LEGAL: lack of enforcement,, 
insufficient coverage of countries.
TECHNICAL: lack of  utility, lack of 
enforceability for technical reasons 
(insufficiency of knowledge, 
insufficiency of disclosure)
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We have seen that
 A patent is a claim on an invention on which 

a government grants exclusive rights

But also
 Such claim is a definition written by the 

applicant (or his patent attorney) that 
circumscribes the inventive concept.

 A claim has to be novel

 A claim has also to be inventive
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Novelty and inventive step

 A claim is novel if it is not disclosed in the 
prior art

 A claim is inventive if it is not obvious over 
the prior art, taking into account the 
technical problem that the invention 
solves

 Therefore, it is fundamental to know the 
background art 
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Patent Classification CPC
Use always the Patent Classification to make 
searches! (http://worldwide.espacenet.com)

http://worldwide.espacenet.com/
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Technical fields related to ICT
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for which inventions, concerning their 
technical and functional features a 
patent can be requested?

 processes for production of technical effects

 devices for production of technical effects

 materials for production of technical effects

 In certain cases: a technical effect as such

Maximum duration of the patent 20 years  (for 
drugs an extension possible up to 5 years)

Patents
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Patenting Fields

 A Patent can be requested for inventions 
in all fields of technology

 Only a few exceptions, like Software and 
Computer Implemented/Business Related 
Inventions which are not always 
patentable subject matter.
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Excluded matter

Art. 52-54-56 EPC

(1) European patents shall be granted for any

inventions which are susceptible of industrial 

application, which are new and which involve 

an inventive step. 

(2) Unpatentable: (a) discoveries, scientific

theories and mathematical methods; (b) 

aesthetic creations; (c) schemes, rules and 

methods for performing mental acts, playing

games or doing business, and programs for

computers;  (d) presentations of information. 

(3) The provisions of paragraph 2 shall exclude

patentability of subject-matter or activities as

such. 
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Responsibility on the 
content of the application is 
on the applicant

How to write a patent          
specification?
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 BREVETTO (IT)

 PATENT (UK, DE) 

 BREVET (FR)

 PATENTE (ES)

 UTILITY PATENT (USA)

This is the final goal, 
but how to get it, 
and how to get a 
robust  and effective 
protection?

http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=Lq0psCHD1Dvz5M&tbnid=RPaQr9PYCRoPmM:&ved=0CAUQjRw&url=http://www.vivdecoral.it/website/index.php?option=com_content&view=article&id=49&Itemid=61&lang=it&ei=qBJIUbjgD4TSOYuJgdAP&psig=AFQjCNFahVxquRMeZpr3IulvB7tKd5sRmA&ust=1363764257172559
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=Lq0psCHD1Dvz5M&tbnid=RPaQr9PYCRoPmM:&ved=0CAUQjRw&url=http://www.vivdecoral.it/website/index.php?option=com_content&view=article&id=49&Itemid=61&lang=it&ei=qBJIUbjgD4TSOYuJgdAP&psig=AFQjCNFahVxquRMeZpr3IulvB7tKd5sRmA&ust=1363764257172559
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Sometimes it is sought for years …
Sometimes it comes unexpected

Invention?

The inventor (or the team of researchers)  
has often doubts on what to do, how to

protect the idea

http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=h1f6pPcexdtONM&tbnid=0I80WJbvP_hMwM:&ved=0CAUQjRw&url=http://smallbusiness.chron.com/definition-business-method-patent-3061.html&ei=03hGUeaXN4rTPKjLgMgI&psig=AFQjCNHa81johX5Dez-AiwfG4R4fV_3oQA&ust=1363659345301628
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=h1f6pPcexdtONM&tbnid=0I80WJbvP_hMwM:&ved=0CAUQjRw&url=http://smallbusiness.chron.com/definition-business-method-patent-3061.html&ei=03hGUeaXN4rTPKjLgMgI&psig=AFQjCNHa81johX5Dez-AiwfG4R4fV_3oQA&ust=1363659345301628
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In order to be ready

1. Understand the initial steps of the 
patenting procedure

2. In particolare understanding what can 
be protected and how to do it

3. Moreover,understanding how to 
improve the protection after filing the 
application

http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=h1f6pPcexdtONM&tbnid=0I80WJbvP_hMwM:&ved=0CAUQjRw&url=http://smallbusiness.chron.com/definition-business-method-patent-3061.html&ei=03hGUeaXN4rTPKjLgMgI&psig=AFQjCNHa81johX5Dez-AiwfG4R4fV_3oQA&ust=1363659345301628
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=h1f6pPcexdtONM&tbnid=0I80WJbvP_hMwM:&ved=0CAUQjRw&url=http://smallbusiness.chron.com/definition-business-method-patent-3061.html&ei=03hGUeaXN4rTPKjLgMgI&psig=AFQjCNHa81johX5Dez-AiwfG4R4fV_3oQA&ust=1363659345301628
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Patent=

Exclusive area

of the  

proprietor

a Patent is like a property (the invention) defined by a 
border (the claims): clarity is needed to define the border



Strong position

Weak position
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Claim the features of 
the invention that 
give the strongest 
protection
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Patent Counsel or
“patent attorney”

The skill of patent attorneys is important for achieving            

the strongest protection 
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Patent Attorney
in the interest of the inventor of a Patent

 Checks the prior art versus the invention
 Determines the differences from prior art
 Formulates novel and inventive claims to 

protect the invention from “design around”
 Drafts the full specification and drawings
 Files the Patent application
 Follows the examination up to grant
 Assists the patent in infringement suits
 Protects the Patent against opposition and 

invalidity law suits
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Patent Attorney
in the interest of competitors against a patent

 Checks the prior art before the filing date

 Checks “design around” solutions 

 Checks the patents of the competitors 

 Files oppositions and invalidity lawsuits 
against patents

 Assists clients if accused of infringement
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INVENTIONS

 What is an invention?

 It is a solution of a technical problem

 What are the main prerequisites for an 
invention?

 Novelty and “inventive step”

http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=6KSX3x-k9HiVpM&tbnid=UnhP66eE2uth_M:&ved=0CAUQjRw&url=http://www.flickr.com/photos/42338073@N07/4142839963/&ei=ollIUaCFGom1O8b8gIgK&psig=AFQjCNHDNZVRX93AOq3t--HiOsY9xglWog&ust=1363782432948323
http://www.google.it/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=6KSX3x-k9HiVpM&tbnid=UnhP66eE2uth_M:&ved=0CAUQjRw&url=http://www.flickr.com/photos/42338073@N07/4142839963/&ei=ollIUaCFGom1O8b8gIgK&psig=AFQjCNHDNZVRX93AOq3t--HiOsY9xglWog&ust=1363782432948323
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INVENZIONI
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INVENZIONI

most inventions are a small improvement starting from    
the closest prior art
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CLAIM

Wheel comprising a hub and a border 
which can roll on the ground

characterised in that

The hub is connected to the border by 
spaced spokes
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Claims

Pre-chacterising part= closest prior art

Characterising part= 

Differences from the closest prior art = 

Inventive step?
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“inventive step”
 Minimum height for the inventive step?

 Starting from the “closest prior art”, the 
differences and the capability of solving 
the technical problem provide the 
inventive step

 The inventive step is not measurable but 
is a “yes” or “no” parameter: either it is 
inventive (technical problem solved) or 
not inventive 
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Limitation of claims

Invention Invention

Ideal 

Claim

Allowable 

Claim

A claim that is initially not allowable can be limited 
so that it can be considered allowable
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Limitazion of claims

 The applicant (or the patent attorney) 
formulates the patent  with the broadest 
scope possible

 Often the claimed protection is considered 
too broad by the Patent Office – concerning 
Novelty and Inventive step

 Normally, after a proper limitation of the 
claims taking into account the prior  art the 
patent can be granted
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Limitation of claims

 Normalmente si allegano ad una 
rivendicazione principale una o più 
rivendicazioni dipendenti, in modo da 
fornire posizioni di ripiego

 Le rivendicazioni dipendenti sono scritte in 
modo da rendere concedibile una 
rivendicazione principale che mancasse dei 
requisiti di novità e originalità.
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Limitazione delle rivendicazioni

 Ad esempio, se desidero proteggere la 
caratteristica A, rivendico tale caratteristica 
nella domanda di brevetto come 
indipendente

 B o C sono aspetti vantaggiosi di A

 In modo prudenziale, però, rivendico anche  
A+B, o A+C, o A+B+C, qualora A da sola 
non fosse nuova o inventiva



Come si ottiene un brevetto 

 Va presentata domanda ad un organismo competente nello Stato in
cui si vuole ottenere protezione.

 La domanda deve contenere la 
descrizione dell’innovazione, la 
rappresentazione grafica di una o 
più forme realizzative preferite, la 
rivendicazione dell’ambito di 
protezione.
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 Vanno dati gli estremi del titolare/dei titolari,
dell’inventore, pagando le tasse di procedura e di
concessione.

 A seconda del paese la domanda viene esaminata anche
nel merito (novità, originalità, applicabilità industriale),
oppure solo per aspetti formali (tasse, presenza
descrizione, disegni, rivendicazioni).

 La domanda di brevetto viene pubblicata e, nei sistemi ad
esame, viene pubblicato anche il brevetto dopo la
concessione.

 La presentazione corretta della domanda è responsabilità
del richiedente. La domanda non può essere integrata con
nuove soluzioni e può essere corretta solo in senso
limitativo.
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Tipi di invenzione

 di prodotto (es. farmaco, oggetto, macchina, alimento)

 es. aspirapolvere dyson (vs.Hoover)

 Nell’invenzione di prodotto il problema da risolvere è “cosa produrre e 
perché”.

 Il nuovo prodotto è realizzato mediante procedimenti tecnologici noti 
oppure nuovi

 di processo (es. produz. acciaio, riconoscimento vocale)

 il problema tecnico è “come produrre qualcosa”.

 L’invenzione ha per oggetto il processo per la fabbricazione di un

prodotto nuovo oppure già noto

 di uso (es. secondo uso terapeutico del Viagra, scoperto per curare

malattie cardiache).

 Invenzione in cui si ha la trasposizione di un principio noto o di una

precedente invenzione in un differente settore, con il risultato di avere

un risultato finale diverso

23/04/2014
108Presentazione Master 2013- © ABM 2013



23/04/2014
Presentazione Master 2013- © ABM 2013 109

Cosa scrivere nel brevetto 

può essere usato il seguente ordine

 A) TITOLO
 (normalmente da una a 10 parole, senza esse 

anticipino il contenuto inventivo)

 B) AMBITO DELL’INVENZIONE (Technical field)
 La presente invenzione riguarda....... (Viene indicato 

l’ambito di applicazione senza anticiparne le nuove 
caratteristiche tecniche né il problema da risolvere)

 C) ANTEFATTO DELL’INVENZIONE (Background)
 Si indica il problema tecnico da risolvere

 Si indica la “tecnica nota più prossima” (closest prior 
art) e gli aspetti che essa non può risolvere, o che 
può risolvere solo parzialmente, nei confronti del 
problema tecnico formulato
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 D) SCOPO DELL’INVENZIONE
 È uno scopo della presente invenzione ..... Vanno indicati 

separatamente tutti gli scopi della nuova soluzione 
tecnica permette di raggiungere

 E) SINTESI DELL’INVENZIONE
 Descrive in termini ampi le caratteristiche tecniche 

essenziali dell’invenzione, e effetti tecnici raggiunti che 
permettono di risolvere il problema tecnico

 Descrive inoltre ulteriori caratteristiche 
ausiliarie/secondarie/ opzionali indicando che esse 
possono essere aggiunte ha le caratteristiche tecniche 
essenziali per raggiungere scopi opzionali preferiti.
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 F) DISEGNI

 I disegni vengono allegati al termine della descrizione 
(es. Fig. 1, Fig. 2, ecc…)

 Nella descrizione si fa riferimento in modo sintetico 
alla lista dei disegni: es. la figura 1 schematicamente 
mostra una vista in sezione …; la figura 2 mostra una 
vista prospettica …; la figura 3 è uno schema a 
blocchi di… ; la figura 4 è un diagramma di flusso di… 

 G) DESCRIZIONE DI ALMENO UN ESEMPIO

 si tratta di una descrizione dettagliata di un esempio 
applicativo dell’invenzione , con riferimento ai disegni 
(come mostrato in figura 1 …… )

 Aggiungere numeri arabi ai disegni e fare riferimento 
nella descrizione ad essi; può essere alla fine 
dell’esibizione allegata una leggenda dei numeri 
utilizzati e dei relativi termini;
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 H) RIVENDICAZIONI (Claims)

 Definiscono le caratteristiche essenziali che sono 
oggetto di protezione

 Almeno una rivendicazione è principale  o 
indipendente e definisce l’ambito di protezione più 
ampio.

 Le caratteristiche opzionali/secondarie/accessorie 
sono definite in rivendicazioni dipendenti, 
organizzate secondo una gerarchia gradualmente più 
limitativa (stuttura ad “albero rovesciato” rispetto 
alla rivendicazione indipendente)

 I) RIASSUNTO (Abstract)

 Massimo 150 parole che descrivono normalmente la 
figura più rappresentativa dell’invenzione.

 Non dà protezione legale e ha scopo solamente 
bibliografico
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From a basic invention many 
inventions on “details” can derive

Example of the “airbag invention”

Improvement inventions
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PCT application

AIRBAG 
FOLDING 
METHOD
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Inventor

Applicant

Designated 

states

Priority

Number and date
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I: Abstract

I: Figure of 

the abstract
A: Title

Abstract
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B: Field of 

the invention
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d

r

a

w

b

a

c

k

s

C: Background 

of the invention
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D: advantages

E: Summary of 

the invention
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F: Brief description of the drawings
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G: Preferred 

embodiment



23/04/2014
Presentazione Master 2013- © ABM 2013 124

Succession of steps

Step 1

Step 2

Step 3

Step 4

H: Independent claim
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dependent claims
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F: figures
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EDISON

 Microphone (1877) 
 Phonograph(1878) 
 Light bulb (1879)
 Kinetoscope,  (1891) ancestor of the motion 

picture device of Lumiere brothers

 Edison had 1300 patents
 The object of his life was to get profit from his 

inventions to launch other inventions
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Filing Strategy

 A patent gives only national protection. 
However, an applicant is not obliged to file 
patent applications worldwide 
contemporaneously.

 The PARIS CONVENTION grants one year 
time to an inventor that has filed an 
application in a State to file other 
applications in other states claiming the 
priority, within one year from the filing 
date of the first application (priority date)
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Filing strategy
 Common, but not unique, filing strategy is to file 

a priority application, in the state of origin of the 
invention, 

 then a PCT application (almost worldwide 
coverage), 

 The PCT offers an extension to this concept up 
to 30 or 31 months from the priority date for a 
number of states (138 PCT states), giving also 
other services, such as 1 priority document, 
international search and patentability opinions. 
www.wipo.int

 and then national phases of the international 
PCT applications, that follow national patenting
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Patents
 How to get a Patent in Italy* - Three routes 

 1- Filing an application in Italy
- Italian Patent and Trademark Office  (UIBM) in Rome

- examination on formalities and absolute grounds 

- no search report

- no substantive examination

- no publication – only availability to the public

- availability on paper of specification - about 2 weeks

- no availability online of abstracts and specification

- about three years between application and grant

- official fees: 300-600€ (up to 50 sheets); 

- attorney fees: preparation 2000-5000 €; filing 500 €

- renewal: yearly after 3 years up to 20 years
(* similar routes any other state of the EC)
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Patents

 How to get a Patent in Italy - Three routes 

 2- Filing a European Patent Application

- European Patent Office in Munich, The Hague, Berlin

- examination on formalities and absolute grounds 

- Search Report and preliminary examination on merit

- publication 18 months after priority

- request of examination 6 months after publication

- substantive examination

- official fees : filing 1300 € and up (n. claims), 
examination 1500 €; designation 600€

- attorney fees: preparation 4000-7000 €; filing 1000 €; 
substantive examination phase 2000-3000 € and up
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Patents

 How to get a Patent in Italy - Three routes 

 3- Filing a Euro-PCT Application

- National Industrial property office or EPO or WIPO

- examination on formalities and absolute grounds 

- Search Report and preliminary examination

- publication 18 months after priority

- entering the European route 30 months after priority

- request of examination

- substantive examination

- official fees : filing 2800 € and up (n. pages), European 
phase 1800 € and up (n. claims), designation 525 €

- attorney fees: preparation 4000-7000 €; filing 1000 €; 
substantive examination phase 2000-3000 € and up
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Patents

 European and Euro-PCT Application (cont.)
- end of substantive examination - approval of the text

- publication of the granted patent

- 2-5 years between application and grant (acceleration)

- official fees: renewal fees 380-900 €; fee for grant 750 €

Validation of the patent in the designated states: the 
European patent becomes a bundle of national patents

- translation into the national languages 

- renewal fees at each state after grant (max 20 years)

- attorney fees 2000-3000 €

- validation: between 1000 and 3000 € (translation)

36 States: AL, AT , BE , CH , DE , DK , ES , FR , GB , GR , IE , 
IS, IT , LI , LU , MC , NL, NO, PT , SE , FI , CY , TR , BG , CZ  
EE , HU , PL , RO , RS, SI, SM , SK + AL, BA, HR, MK, YU
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European 
Patents

 Figures: almost 2.700.000 European 
applications filed in 30 years of which 
1.000.000 in the last 7 years and now 
250.000 applications per year; 

 Countries: 49% European countries; 
22% USA; 20% Japan; 3% Korea; 1% 
Canada; 1% China; 4% altri

 Patents in Italy: Italian companies follow 
the Italian route for claiming priority. In 
certain cases foreign companies file 
directly in Italy. About 10000 per year 



23/04/2014
Presentazione Master 2013- © ABM 2013 141

Unitary
Patent

 From the year 2016 a unitary patent will 
cover almost all EU; 

 A unique court (UPC – Unified Patent 
Court) will decide on invalidity and 
infringement

 Great advantage for companies which 
save money in the validation and renewal 
costs (about 80% less for companies 
which cover more than 10 European 
countries) 
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European
Patent
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European  Patents
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European Applicants and Technical Field 
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European Application Technical Field 
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Patent Classification
Chinese applications
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Patent Classification
Chinese Patent Applications
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Patent Classification
Chinese Patent Applications
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Utility Models
 Utility Models : can be obtained with new and 

useful models having regard to their technical and 
functional aspect

 The only practical way for establishing protection
is to file an Application for Utility Model

 Whichever kind of prior public disclosure 
(exhibition publication, sale, paper, 
conference, internet) destroys the possibility of 
having valid Utility Models in certain states, 
whereas in other states 6 months or 1 year grace 
period are available.

 Maximum duration 10 years

 Procedure similar to Italian Patents
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Design
 Industrial design: appearance of the whole or a

part of a product resulting from lines, contours,
colours, shape, texture and/or materials of the
product itself and/or its ornamentation

 For establishing rights on a design it is necessary to 
file a Application for Design Registration

 Whichever kind of prior public disclosure 
(exhibition publication, sale, paper, 
conference, internet) destroys the possibility of 
having valid registrations. For the author a 1 year 
grace period is provided.  

 Maximum duration of the registration 25 years
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Design
 Design registration in Italy - Three 

routes 

 1- Italian registration

- Italian Patent and Trademark Office  (UIBM) 
in Rome

- procedure similar to Italian patents
- multiple registration available (100 models 

and more)
- official fees about 500 € - attorney fees about 

1000 €
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Design
 2- Communitary registration

- very cost effective registration 

- examination on formalities and absolute 
grounds 

- unitary procedure 

- multiple registration available 

- costs depend on number of designs 

valid in all the European Union:

AT BE DE DK ES FR GB GR IE IT LT LU LV 
MT NL PT SE FI CZ EE HU PL SI SK
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Design

Communitary

Registration

States
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Design

 3- International registration

- cost effective registration, but only for contracting states

- examination on formalities and absolute grounds 

- centralized procedure – bundle of national registrations

- multiple registration available 

- costs depend on number of designs 

States: many important States are missing

UE: Benelux (BX); France (FR); Germany (DE); Greece (GR); Italy (IT);      

Hungary (HU); Liechtenstein (LI); Monaco (MC); Slovenia (SI); Spain (ES) 

Other European : Bulgaria (BG); Croatia (HR); Georgia (GE); Macedonia (MK); 
Vatican (VA); Kirghizistan (KG); Moldavia (MD); Romania (RO); Serbia and 
Montenegro (YU); Dutch Antilles (AN); Switzerland (CH); Ukraine (UA)

Africa: Benin (BJ); Ivory Coast (CI); Egypt *(EG); Gabon (GA); Tunisia * (TN); 
Marocco (MA); Niger (NE); Senegal (SN) 

Asia: North Korea (KP); Indonesia * (ID); Mongolia (MN) 

America: Suriname (SR); Belize (BZ); 



Locarno 

Classification

Examples Class 1    
food

 Class 2  
clothing

 Class 3  
bags, 
clothing 
accessories



class 4  brushes

 class 5  fabric

 class 6  furniture

 class 7  household 

articles



 class 8  tools

 class 9  packaging

 class 10  watches, 

clocks instruments

 class 11 

gift articles



 class 12  
vehicles, 

 class 13 electric 
appliances

 class 14  ICT

 class 15 

 engines, 
machines



 class 16 cameras

 class 17  musical 

instruments

 class 18 Office 

machines and 

devices

 class 19 stationery



class 20 Exposers

class 21 Toys

class 22 Hunting

class 23 Hydraulic, 
Heating, Air 
Conditioning



class 24 
medical devices

class 25 

Building

class 26 
Lighting

class 27 

Articles for
smokers



 class 28 Cosmetics

 class 29 devices for 

fire protection and 

rescue

 class 30 Articles for 

animals

 class 31 food 

making machines



 class 99

Various 
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Copyright
 Copyright : creative and artistic works (such as 

books, movies, music, paintings, photographs and 
software, artistic design) ….

 …. and also SOFTWARE

 No registration is necessary for obtaining 
protection, however, registration is advisable for 
unpublished works and for Software

 Software copyright protection very useful against 
Piracy

 Software copyright protection is not extended to 
technical concepts (only patent protection on 
that, if available)

 Universal symbol: © + year + author
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Industrial 
secrets

 Secret: is an item of confidential 
information concerning the commercial 
practices or proprietary knowledge of a 
business.

 Secret is fundamental for protecting 
details of industrial processes

 Secret is very difficult to maintain on 
products (reverse engineering) 

 Protection against unlawful disclosure or 
transmission of trade secrets.

 Licensing of know how
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Enforcement

 Very cost effective enforcement available 
in Italy

 Preliminary injunctions available (seizure, 
prohibition)

 Possibility to apply for forced inspection in 
a factory of a competitor

 Three degrees of judgement available, but 
with long times up to final judgement (5-
10 years)



Pisa, March 19, 2013
PHD+ Come si scrive un brevetto? - © ABM 2013 167

Thank you

For any questions please contact me at 

mcelestino@abmpat.com

mailto:mcelestino@abmpat.com

